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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by -the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-7, 9, 11-17, 19, 21-23, 25-27, 29-30, 32-33, & 35-36 are rejected under 35 
U.S.C. 102(e) as being anticipated by Gase (US 6,184,996). 

Regarding claim 1 , Gase teaches a print system (fig 1) in which a server (fig 1, client 10 with 
server procedure 20) and a printer (fig 1, printer 14) are connected to a network, comprising: 
input means for inputting a print instruction in which first position information has been 
designated (column 3:lines 12-23 & lines 4-9, printer 14 receives position information, i.e. 
URL from client 12 instructing a print job to be printed, which inherently requires an input 
means to input the print job instruction from the client 12); 

extracting means for extracting second position information from said first position information 
(column 3:lines 6-9 & 16-21, when the client 12 sends a URL to the printer 14, i.e. the first 
position information, the printer 14 implements the browser procedure 26, i.e. the 
requesting means, and uses the URL received from client 12 to request a print job at client 
10 with server procedure 20. Client 10 with server procedure 20 inherently receives the 
URL and extracts a local reference to the print job's position from the URL, i.e. extracts the 
second position information from the first position information, otherwise the client 10 
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with server procedure 20 could not access the requested print job, therefore an extracting 
means is inherent in the client 10 with server procedure 20); 

forming means for forming print data on the basis of said second position information (column 
3: lines 16-21, the printer 14 receives print job 23 from client 10 with server procedure 20, 
which inherently includes a forming means on the client 10 with server procedure 20 that 
forms the data based on the second position information, otherwise that data could not be 
transferred if it could not already be formed); 

and printing means for printing on the basis of said print data (column 3:lines 6-9, printer 14 
accepts print job 23 from client 10 with server procedure 20 for printing, which inherently 
requires a printing means). 

Regarding claim 2, Gase teaches a system according to claim 1, wherein said input means and 
said printing means are included in said printer (column 3:lines 4-9, printer receives URL from 
client, inherently requiring an input means. Printer 14 accepts print job 23 from client 10 
with server procedure 20 for printing, which inherently requires a printing means), and said 
extracting means and said forming means are included in said server (column 3:lines 6-9 & 16- 
21, Client 10 with server procedure 20 inherently receives the URL and extracts a local 
reference to the print job's position from the URL, i.e. extracts the second position 
information from the first position information, otherwise the client 10 with server 
procedure 20 could not access the requested print job, therefore an extracting means is 
inherent in the client 10 with server procedure 20. The printer 14 receives print job 23 from 
client 10 with server procedure 20, which inherently includes a forming means on the 
client 10 with server procedure 20 that forms the data based on the second position 
information, otherwise that data could not be transferred if it could not already be formed). 

Regarding claim 3, Gase teaches a system according to claim 1 , further comprising instructing 
means for instructing said print instruction (column 3:lines 6-9 & 16-21, client 12 instructs 
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printer 14 to print a print job 23, which inherently requires an instructing means in the 
client 12). 

Regarding claim 4, Gase teaches a system according to claim 3, wherein an information 
appliance (fig 1, client 12) is further connected to said network, said instructing means is 
included in said information appliance (column 3:lines 6-9 & 16-21, client 12 instructs printer 
14 to print a print job 23, which inherently requires an instructing means in the client 12), 
said input means and said printing means are included in said printer (column 3:lines 4-9, 
printer receives URL from client, inherently requiring an input means. Printer 14 accepts 
print job 23 from client 10 with server procedure 20 for printing, which inherently requires 
a printing means), and said extracting means and said forming means are included in said 
server (column 3:lines 6-9 & 16-21, Client 10 with server procedure 20 inherently receives 
the URL and extracts a local reference to the print job's position from the URL, i.e. extracts 
the second position information from the first position information, otherwise the client 10 
with server procedure 20 could not access the requested print job, therefore an extracting 
means is inherent in the client 10 with server procedure 20. The printer 14 receives print 
job 23 from client 10 with server procedure 20, which inherently includes a forming means 
on the client 10 with server procedure 20 that forms the data based on the second position 
information, otherwise that data could not be transferred if it could not already be formed). 

Regarding claim 5, Gase teaches a system according to claim 3, further comprising requesting 
means (fig 1, browser procedure 26) for issuing a print request in which said first position 
information has been designated in accordance with the instruction by said instructing means 
(column 3:lines 16-21, the printer 14 uses the browser procedure 26, i.e. the requesting 
means, to issue a request for the print job using the URL, i.e. the first position 
information), and wherein said extracting means extracts said second position information in 
accordance with the request by said requesting means (column 3:lines 6-9 & 16-21, when the 
client 12 sends a URL to the printer 14, i.e. the first position information, the printer 14 



Application/Control Number: 09/893,647 Page 5 

Art Unit: 2624 

implements the browser procedure 26, i.e. the requesting means, and uses the URL 
received from client 12 to request a print job at client 10 with server procedure 20. Client 
10 with server procedure 20 inherently receives the URL and extracts a local reference to 
the print job's position from the URL, i.e. extracts the second position information from 
the first position information, otherwise the client 10 with server procedure 20 could not 
access the requested print job, therefore an extracting means is inherent in the client 10 
with server procedure 20). 

Regarding claim 6, Gase teaches a system according to claim 5, wherein said instructing means 
is included in said information appliance (column 3:lines 6-9 & 16-21, client 12 instructs 
printer 14 to print a print job 23, which inherently requires an instructing means in the 
client 12), and said printing means and said requesting means are included in said printer 
(column 3:lines 4-9, printer 14 accepts print job 23 from client 10 with server procedure 20 
for printing, which inherently requires a printing means. Fig 1, browser procedure 26, i.e. 
the requesting means is a part of the printer 14), and said extracting means and said forming 
means are included in said server (column 3:lines 6-9 & 16-21, Client 10 with server 
procedure 20 inherently receives the URL and extracts a local reference to the print job's 
position from the URL, i.e. extracts the second position information from the first position 
information, otherwise the client 10 with server procedure 20 could not access the 
requested print job, therefore an extracting means is inherent in the client 10 with server 
procedure 20. The printer 14 receives print job 23 from client 10 with server procedure 20, 
which inherently includes a forming means on the client 10 with server procedure 20 that 
forms the data based on the second position information, otherwise that data could not be 
transferred if it could not already be formed) 

Regarding claim 7, Gase teaches a system according to claim 1 , further comprising notifying 
means for notifying an end of printing after the end of the printing by said printing means (column 



Application/Control Number: 09/893,647 
Art Unit: 2624 



Page 6 



3:lines 52-62, client 12 receives a job list from job queue 28 that indicates the print job as 
complete or not). 

Regarding claim 9, Gase teaches a system according to claim 5, further comprising storing 
means for storing said print request accordance with the instruction by said instructing means 
(column 3:lines 16-21, the printer 14 uses the browser procedure 26, i.e. the requesting 
means, to issue a request for the print job using the URL, i.e. the first position information. 
When client 10 with server procedure 20, i.e. the server, receives the request, it inherently 
stores the request in memory to process the request). 

Claims 11-17, & 19 recite identical features as claims 1 -7, & 9 except claims 1 1 -1 7, & 1 9 are 
method claims. Thus, arguments similar to that presented above for claims 1-7, & 9 are equally 
applicable to claims 1 1-17, & 19. 

Regarding claim 21, Gase teaches a server (fig 1, client 10 with server procedure 20) 

comprising: 

extracting means for extracting second position information from first position information 
included in a print request which is inputted;(column 3: lines 6-9 & 16-21, when the client 12 
sends a URL to the printer 14, i.e. the first position information, the printer 14 implements 
the browser procedure 26, i.e. the requesting means, and uses the URL received from 
client 12 to request a print job at client 10 with server procedure 20. Client 10 with server 
procedure 20 inherently receives the URL and extracts a local reference to the print job's 
position from the URL, i.e. extracts the second position information from the first position 
information, otherwise the client 10 with server procedure 20 could not access the 
requested print job, therefore an extracting means is inherent in the client 10 with server 
procedure 20); 

forming means for forming print data on the basis of said second position information (column 
3:lines 16-21, the printer 14 receives print job 23 from client 10 with server procedure 20, 
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which inherently includes a forming means on the client 10 with server procedure 20 that 
forms the data based on the second position information, otherwise that data could not be 
transferred if it could not already be formed); 

and means for transferring the print data formed by said forming means to a printer (column 
3:lines 16-21, printer 14 accesses the print job from the server 10, which inherently 
requires the server 10 to have transferring means for transferring the data to printer 14). 

Regarding claim 22, Gase teaches a server according to claim 21, wherein said printer outputs 
said print request in accordance with a print instruction from an information appliance (column 
3:lines 6-9 & 16-21, printer 14 receives URL from client 12, i.e. information appliance, and 
requests a print job from server 10 based on that URL). 

Regarding claim 23, Gase teaches a server according to claim 21, further comprising storing 
means for storing said print request (column 3:lines 16-21, the printer 14 uses the browser 
procedure 26, i.e. the requesting means, to issue a request for the print job using the URL, 
i.e. the first position information. When client 10 with server procedure 20, i.e. the server, 
receives the request, it inherently stores the request in memory to process the request). 

Claims 25-27 recite identical features as claims 21-23 except claims 25-27 are method claims. 
Thus, arguments similar to that presented above for claims 21-23 are equally applicable to claims 
25-27. 

Regarding claims 29 & 30, Gase teaches a printing program (column 4:line 65-column 5:line 9, 
software procedures) comprising the steps representative of method claims 25 & 26. 

Regarding claims 32 & 33, Gase teaches a memory medium which stores a program 
representative in program claims 29 & 30 (column 5: lines 1-4, memory disk 80). 
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Regarding claim 35, Gase teaches a printer (fig 1, printer 14) to which an information appliance 
(fig 1, client 12) and a server (fig 1, client 10 with server procedure) are connected, 
comprising: 

means for receiving a print instruction from said information appliance (column 3:lines 12-23 & 
lines 4-9, printer 14 receives position information, i.e. URL from client 12 instructing a print 
job to be printed, which inherently requires a receiving means to receive the print job 
instruction from the client 12); 

means for issuing a print request (fig 1, browser procedure 26) to said server (fig 1, client 10 
with server procedure 20) in response to the print instruction from said information appliance 
(fig 1, client 12); 

requesting means for issuing a print request in which said first position information has been 
designated in accordance with the instruction by said instructing means (column 3: lines 16-21, 
the printer 14 uses the browser procedure 26, i.e. the requesting means, to issue a request 
for the print job using the URL from the print instruction) 

and means for receiving print data formed by said server in response to said print request 
(column 3:lines 6-9, printer 14 accepts print job 23 from server 10 for printing, which 
inherently requires a receiving means). 

Claim 36 recites identical features as claim 35 except claim 36 is a method claim. Thus, 
arguments similar to that presented above for claim 35 is equally applicable to claim 36. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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Claims 8, 10, 24, 28, 31, & 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gase (US 6,184,996) & Buckley et al. (US 6,798,530). 

Regarding claim 8, Gase teaches a system according to claim 1 including a client 12 with an 
inherent detecting means that detects printers (in this case printer 14), otherwise the client could 
not use the printer if it could not originally detect it. Gase does not teach a detecting means for 
detecting multiple printers nor does he teach a selecting means for selecting one of the printers 
detected by said detecting means. 

However, Buckley et al., teaches a client 100 connected to printers 300 and 310 (column 
5: lines 31-36), which inherently requires a detecting means to detect the printers, otherwise the 
client could not connect to the printers if it could not originally detect it. Futhermore, Buckley et 
al., teaches a selecting means for selecting one of the printers (fig 6, graphical user interface 
(GUI) 700 allows for the selection of any printer that has been detected). 

Accordingly, it would have been obvious to one skilled in the art to have used the the 
detecting means and the selecting means for multiple printers as taught by Buckley et al., in the 
system taught by Gase because it expands the printer selection of the client, allowing it to route a 
job to the best printer, especially since the client in the Gase system can access the print job 
queue and predict the wait time based on the number of jobs in the queue. 

Regarding claim 10, Gase teaches a system according to claim 1 , but does not teach a system 
further comprising an obtaining means for obtaining information regarding said printer; and a 
dividing means for dividing said print data on the basis of the information obtained by said 
obtaining means. 

However, Buckley et al., teaches a system with an obtaining means (fig 2, printer 
definition memory portion 132) for obtaining information regarding said printer (column 6:lines 
48-50, the memory portion 132 obtains printer definitions, including rendering parameter 
options). Buckley et al., further teaches a dividing means (fig 6, graphical user interface (GUI) 
700) for dividing said print data on the basis of the information obtained by said obtaining means 
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(fig 6, teaches GUI 700 that separates the object types, i.e. the print data, on the basis of 
printer capabilities). 

Accordingly, it would have been obvious to one skilled in the art to have used the 
obtaining means and the dividing means taught by Buckley et al., in the system taught by Gase 
because it expands the printer selection of the client and server, allowing either one to route a job 
to the best printer, especially since the client or server in the Gase system can access the print 
job queue and the user can predict the wait time based on the number of jobs in the queue. 
Futhermore, the object type division as taught by Buckley et al., provides the user the ability to 
select the best printer for a particular part of the document. 

Regarding claim 24, Gase teaches a server according to claim 21, but does not teach a server 
further comprising an obtaining means for obtaining information regarding said printer; and a 
dividing means for dividing said print data on the basis of the information obtained by said 
obtaining means. 

However, Buckley et al., teach a system with an obtaining means (fig 2, printer 
definition memory portion 132) for obtaining information regarding said printer (column 6:lines 
48-50, the memory portion 132 obtains printer definitions, including rendering parameter 
options). Buckley et al., further teach a dividing means (fig 6, graphical user interface (GUI) 
700) for dividing said print data on the basis of the information obtained by said obtaining means 
(fig 6, teaches GUI 700 that separates the object types, i.e. the print data, on the basis of 
printer capabilities). Buckley et al., teach a client computer 100 with obtaining and dividing 
means (column 5:lines 26-28) that can be applied to the Gase teachings that include a client 10 
acting as a server. The graphical user interface supplied by the Buckley et al., teachings can 
then be manipulated by a user on the client 10 acting as a server. 

Accordingly, it would have been obvious to one skilled in the art to have used the 
obtaining means and the dividing means taught by Buckley et al., in the system taught by Gase 
because it expands the printer selection of the client and server, allowing either one to route a job 
to the best printer, especially since the client or server in the Gase system can access the print 
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job queue and the user can predict the wait time based on the number of jobs in the queue. 
Futhermore, the object type division as taught by Buckley et al., provides the user the ability to 
select the best printer for a particular part of the document. 

Claim 28 recites identical features as claim 24 except claim 28 is a method claim. Thus, 
arguments similar to that presented above for claim 24 are equally applicable to claim 28. 

Regarding claim 31, Gase teaches a printing program (column 4:line 65-column 5:line 9, 
software procedures) comprising the steps representative of method claim 28. 

Regarding claim 34, Gase teaches a memory medium which stores a program representative in 
program claim 31 (column 5:lines 1-4, memory disk 80). 

Allowable Subject Matter 

Claims 37-36 are allowed. 

The following is a statement of reasons for the indication of allowable subject matter: The 
invention is directed to a printer, server, & client apparatus system wherein the client apparatus 
informs the printer of a document to be printed via location information in a print instruction, and 
the printer then sends a request to a server to retrieve and send the print data. The invention is 
more specifically directed to an additional characteristic in the system that allows the printer, 
when unable to make a connection with a server, to send the print request directly to the client 
apparatus. The following applications disclose similar art. The closest prior art, Gase (US 
6,184,996), discloses a similar system wherein the client apparatus informs the printer of a 
document to be printed via location information in a print instruction, and the printer then sends a 
request to a server to retrieve and send the print data. Gase does not, however, disclose a 
printer request to a client apparatus in the case a server connection cannot be made. Aoki (US 
6,369,907) discloses a similar system wherein a PC sends a print request and print data to a 
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printer, and the printer sends a request to a server to process the data and return it to the printer 
for printing. Aoki does not, however, disclose disclose a printer request to a client apparatus in 
the case a server connection cannot be made because the print data has already been sent 
along with the original request to the printer. Nakatsuma et al. (US 6,1 15,132) discloses similar 
art to the invention, wherein a client apparatus transmits a print instruction to a server (not a 
printer), and if its print data is determined printable, the client apparatus sends the print data 
directly to the printer. Nakatsuma et al. do not, however, disclose the sending of an instruction to 
a printer and the sending of a request to a server from the printer. 



Regarding claims 37 & 38, Gase does not teach a print system or method for the print system 
comprising: 

an information appliance for instructing printing; 

a printer for issuing a print request in response to said print instruction from said 
information appliance; 

a server for transferring print data to said printer in accordance with the print request 
from said printer; 

and discriminating means for discriminating whether said printer can be connected to 
said server or not, wherein when it is determined by said discriminating means that said 
printer cannot be connected, said printer issues said print request to said information 
appliance. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kyle Pendergrass whose telephone number is (571) 272-7438. The 
examiner can normally be reached on Monday-Friday 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Poon can be reached on (571) 272-7440. 
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